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PART II 
TABULATION —CONFUSING SIMILARITY FOUND’ 


Editor’s Note: In this section, as well as that of Tabulation— No Confusing 
Similarity Found, which follows, the first mark before the “versus” will be the 
prior mark and the mark after the versus will be the later mark. Each section 
will be divided in three parts: Courts, Court of Appeals for the Federal Circuit 
and Trademark Trial and Appeal Board. Also, at the end of some cases will be 
an O in brackets which represents Opposition Proceedings. 


COURTS 


ARTHUR aardvark cartoon characters v. ARTHUR costumes for live 
entertainment and promotional appearances, Brown v. It’s 
Entertainment, Inc., 49 USPQ2d 1939, EDNY, 2/8/99 


BEARS “British-European-American Racing Series” for motorcycle 
racing series, American Historic Racing Motorcycle Assn. v. Team 
Obsolete Promotions, 49 USPQ2d 1844, MD Fla, 12/8/98 


BY DESIGN and CAROLYN TAYLOR both for clothing, By Design PLC 
v. Ben Elias Industries Corp., 49 USPQ2d 1789, SDNY, 7/15/98 


ENERGY PLACE consumer hotline providing energy information 
services v. eNERGYplace internet site providing services to analyze 
energy needs, Public Service Co. v. Nexus Energy Software, Inc., 50 
USPQ2d 1317, D Mass, 2/24/99 


Five Pointed Star Design v. S STAR and STARTER with S STAR, both 
for athletic footwear, Starter Corp. v. Converse, Inc., 50 USPQ2d 
1012, CA 2, 3/12/99 


JAMES BOND both for film, Danjaq LLC v. Sony Corp., 49 USPQ2d 
1341, CD Calif, 7/29/99 


MARLBORO both for cigarettes, Philip Morris, Inc. v. Allen Distributors, 
Inc., 51 USPQ2d 1013, SD Ind, 5/4/99 


MORNINGSIDE GROUP v. MORNINGSIDE CAPITAL GROUP both for 
investment services, Morningside Group Ltd. v. Morningside Capital 
Group L.L.C., 51 USPQ2d 1183, CA 2, 6/28/99 


* Cases in this section were summarized by the following members of the TMR 
Editorial Board: William Levin, Kathleen McCarthy, Saul Morgenstern, and Rita Purut. 
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MOVIEBUFF § searchable entertainment industry database _ v. 
MOVIEBUFF.COM video store web site featuring searchable 
entertainment database, Brookfield Communications, Inc. v. West 
Coast Entertainment Corp., 50 USPQ2d 1545, CA 9, 4/22/99 


OGGETTI for furniture and decorative objects v. BELLOGGETTI for 
furniture designed to house consumer electronic equipment, 
Frehling Enterprises, Inc. v. International Select Group, Inc., 52 
USPQ2d 1447, CA 11, 10/18/99 


SEE’S, SEE’S CANDIES and FAMOUS OLD TIME for candy stores and 
candy v. seescandy.com and seecandys.com domain names, Columbia 
Insurance Co. v. Seescandy.com, 51 USPQ2d 1130, ND Calif, 3/8/99 


Trade dress for mole repellent devices, P3 International v. Weitech, Inc., 
52 USPQ2d 1508, SDNY, 10/1/99 


VPIC for computer software programs v. VPIC in help menu of CD- 
ROMs, Montgomery v. Noga, 49 USPQ2d 1961, CA 11, 3/5/99 


WASHINGTON SPEAKERS BUREAU for prominent lecturer’s agency 
v. various WASHINGTONSPEAKERS domain names, Washington 


Speakers Bureau, Inc. v. Leading Authorities, Inc., 49 USPQ2d 
1893, ED Va, 2/2/99 


WIRSBO and WIRSBO COMPANY for unspecified goods v. WIRSBO for 
company name, Wirsbo Co. of Minnesota, Inc. v. Higgens, 52 
USPQ2d 1716, Minn Dist Ct, 10/13/99 


TRADEMARK TRIAL AND APPEAL BOARD 


AZTECA for various Mexican foods including tortillas v. AZTECA 
MEXICAN RESTAURANT for restaurant services, In re Azteca 
Restaurant Enterprises, Inc., 50 USPQ2d 1209, TTAB, 1/29/99 


CONTINENTAL and design for printing services v. CONTINENTAL 
GRAPHICS for document reproduction services and media 
duplication of data and digital information services, In re 
Continental Graphics Corp., 52 USPQ2d 1374, TTAB, 8/31/99 


FOSSIL for watches and variety of clothing and accessories v. 
FOSSILSCAPES THE FOSSIL GROUP STONESCAPES for fossil 


backed clocks, Fossil Inc. v. Fossil Group, 49 USPQ2d 1451, TTAB, 
10/30/98 [O] 


LIZ v. LIZSPORT both for fragrances and personal care products, In re 
L.C. Licensing, Inc., 49 USPQ2d 1379, TTAB, 11/20/98 
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PURPLE HAZE for alcoholic beverages consisting of sake v. PURPLE 
HAZE for beer, ale, lager and malt liquor, Chatam International, 
Inc. v. Abita Brewing Co., 49 USPQ2d 2021, TTAB, 9/22/98 [O] 


TORRES and TRES TORRES for wine and brandy v. DUE TORRI for 


wine, Miguel Torres S.A. v. Casa Vinicola Gerardo Cesari S.R.L., 49 
USPQ2d 2018, TTAB, 12/15/98 [O] 


ULTRATAN for tanning services v. ULTRATAN for tanning related 
goods, Ultratan Suntanning Centers, Inc. v. Ultra Tan International 
AB, 49 USPQ2d 1313, TTAB, 11/12/98 [O] 


TABULATION—NO CONFUSING SIMILARITY FOUND 


COURTS 


ALLTEL local and long distance wireless telephone service v. ACTEL 
local, long distance and bulk IP wire transmission telephone service, 


Alltel Corp. v. Actel Integrated Communications, Inc., 50 USPQ2d 
1508, SD Ala, 3/15/99 


AMERICAN NATIONAL UNIMOTORCYCLISTS SOCIETY v. 
UNIMOTORCYCLISTS OF AMERICA both for organization and 
promotion of unimotorcycle racing, Nassau v. Unimotorcyclists 
Society of America, Inc., 51 USPQ2d 1261, MD Fla, 5/25/99 


BALLY fitness centers v. “Bally Sucks” web site dedicated to complaints 
about Bally Fitness centers, Bally Total Fitness Holding Corp. v. 
Faber, 50 USPQ2d 1840, CD Calif, 12/21/98 


CLUE for murder mystery board game v. CLUE and CLUE.COM for 
computer consulting services, Hasbro, Inc. v. Clue Computing, Inc., 
52 USPQ2d 1402, D Mass, 9/2/99 


CORONAS and GRAN CORONAS for Spanish red wines _v. 
MEZZACORONA for Italian red and white wines, Miguel Torres 


S.A. v. Cantine Mezzacorona 8.C.A.R.L., 52 USPQ2d 1557, ED Va, 
6/11/99 


Design of “clipart” in computer software program, Medic Alert 


Foundation United States, Inc. v. Corel Corp., 51 USPQ2d 1024, ND 
Ill, 3/31/99 


FREDDIE KING both for record albums, King v. Ames, 51 USPQ2d 
1446. CA 5. 7/6/99 
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INTERNET TELEPHONY telecommunications web magazine v. 
INTERNET TELEPHONY telecommunications magazine, Primedia 


Intertec Corp. v. Technology Marketing Corp., 50 USPQ2d 1079, D 
Kan, 11/6/98 


JET v. AEROB-A-JET both for waste water treatment device, Jet, Inc. v. 
Sewage Aeration Systems, 49 USPQ2d 1355, CA 6, 1/6/99 


KING OF THE MOUNTAIN for outdoor clothing and related accessories 
v. KING OF THE MOUTNAIN for downhill ski racing series, King 


of the Mountain Sports, Inc. v. Chrysler Corp., 51 USPQ2d 1349, CA 
10, 7/8/99 


LEAN CUISINE v. MICHELINA’S LEAN ‘N TASTY both for low fat 


frozen entrees, Luigino’s, Inc. v. Stouffer Corp., 50 USPQ2d 1047, 
CA 8, 3/15/99 


LOWTEMP 35 v. TEMP35° both for paint and related products, Sherwin- 
Williams Co. v. Glidden Co., 49 USPQ2d 1623, ND Oh, 11/20/98 


MIRACLESUIT for swimwear v. THE MIRACLE BRA for lingerie, A & 
H Sportswear, Inc. v. Victoria’s Secret Stores, Inc., 49 USPQ2d 1493, 
CA 3, 1/21/99 


MIRACLESUIT for swimwear v. THE MIRACLE BRA for swimwear, 


A&H Sportswear Co. v. Victoria Secret Stores Inc., 52 USPQ2d 
1143, ED Pa, 7/29/99 


ROBERT PEPI COLLINE DI SASSI v. COL-DI-SASSO both for wine, 


Banfi Products Corp. v. Kendall-Jackson Winery Ltd., 52 USPQ2d 
1828, EDNY, 7/1/99 


SOLENA for tortillas and tortilla chips v. CASA SOLANA for Mexican 
foods and food products, La Mexicana, Inc. v. Sysco Corp., 49 
USPQ2d 1204, WD Wash, 5/27/98 


STEALTH for rubber soles for rock climbing shoes and water terrain 
navigation boots v. STEALTH for boots and shoes, S Industries, Inc. 
v. Stone Age Equipment, Inc., 49 USPQ2d 1071, ND Ill, 6/24/98 


TOYS “R” US for toy store chain v. GUNSAREUS.COM Internet domain 


name for firearms, Toys “R” Us, Inc. v. Feinberg, 52 USPQ2d 1688, 
SDNY, 10/28/98 


Trade dress and barrel design for feed containers, Hubbard Feeds, Inc. v. 
Animal Feed Supplement, Inc., 51 USPQ2d 1373, CA 8, 7/7/99 
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Trade dress for floral baskets, Syndicate Sales, Inc. v. Hampshire Paper 
Corp., 52 USPQ2d 1035, CA 7, 9/13/99 


COURT OF APPEALS FOR THE FEDERAL CIRCUIT 


MAGNIVISION and display card, color coding system and eyeglass styles 
and colors trade dress v. MAGNA*DOT and trade dress, for non- 
prescription reading glasses, Al-Site Corp. v. VSI International, Inc., 
50 USPQ2d 1161, CAFC, 3/30/99 


TRADEMARK TRIAL AND APPEAL BOARD 


FOSSIL for watches and variety of clothing and accessories v. 
FOSSILSCAPES THE FOSSIL GROUP STONESCAPES for 
ornamental fossils and marble table tops, Fossil Inc. v. Fossil Group, 
49 USPQ2d 1451, TTAB, 10/30/98 [O] 


FRITO LAY snack foods v. FIDO LAY dog treats, Recot Inc. v. Becton, 
50 USPQ2d 1439, TTAB, 12/4/98 [O] 


TABULATION — DILUTION FOUND’ 


Editor’s Note: In each case which follows, the first mark before the 
“versus” will be the allegedly earlier mark and the mark after the versus will 
be the allegedly diluting mark. Each section will be divided in two parts: Trial 
Courts and Appellate Courts (both including federal and state jurisdictions). 
When only state dilution acts are involved, the expression “state law only” is 
used. 


TRIAL COURTS 


BEAR and BEAR MOUNTAIN for parkas v. BEAR MOUNTAIN for 
parkas, Bear U.S.A., Inc. v. Kim, 1999 US Dist LEXIS 14434, 
SDNY, 9/17/99; defendant found in contempt of earlier infringement 
judgment; preliminary injunction granted for plaintiff in new case 


BEANIE BABIES, BEANIE BABY and BEANIEBABIES.COM for 
popular bean bag animals v. BEANIEBABY.COM as a domain 
name used to sell new and retired Ty items over the Internet, Ty, 
Inc. v. Collett, 1999 US Dist LEXIS 7010, ND 111, 5/5/99; defendant’s 
motions to transfer, dismiss and stay the case pending disposition of 
related litigation were all denied 


* Cases in this section were summarized by Marnie Barnhorst and Felicia Boyd, 
members of the TMR Editorial Board. 
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HOLLYWOOD VIDEO for wholesome, family-oriented entertainment 
stores v. HOLLYWOOD VIDEO for the Internet web site of a 
pornographic business, Hollywood Entertainment Corp. v. Hollywood 
Entertainment, Inc., 1999 US Dist LEXIS 6466, ND Calif, 5/4/99; 


final default judgment and permanent injunction granted in favor 
of plaintiff 


MARLBORO for cigarettes for domestic distribution v. MARLBORO for 
cigarettes intended only for foreign distribution, Philip Morris, Inc. 
v. Cigarettes for Less, 69 F Supp2d 1281, 52 USPQ2d 1266, ND 
Calif, 8/30/99; limited preliminary injunction granted for plaintiff 


MARLBORO for cigarettes to be sold domestically v. MARLBORO for 
cigarettes intended for sale in foreign markets, Philip Morris, Inc. 
v. Allen Distributors, Inc., 48 F Supp2d 844, 51 USPQ2d 1013, SD 
Ind, 5/4/99; plaintiff granted preliminary injunction barring 
importation back into United States and sale of goods manufactured 
for export 


MONTECRISTO, MONTE CRISTO and cigar design for cigars v. 
MONTECRISTI and MONTE CRISTI for counterfeit cigars, 
Consolidated Cigar Corp. v. Monte Cristi de Tabacos, 58 F Supp2d 
188, SDNY, 7/19/99; defendant liable for trade dress counterfeiting, 
infringement and dilution by blurring 


NBA logo with silhouetted basketball player dribbling a basketball for 
National Basketball Association v. NBA logo altered to put a 
handgun in one hand of silhouette for advertisement in magazine, 
NBA Properties v. Untertainment Records LLC, 1999 US Dist 
LEXIS 7780, SDNY, 5/25/99; preliminary injunction granted for 
plaintiff on finding of tarnishment 


PAPAL VISIT 1999, ST. LOUIS commemorating Pope’s visit to St. Louis 
v. PAPALVISIT1999.COM as domain name for a sexually explicit 
Internet site, Archdiocese of St. Louis and Papal Visit 1999, St. 
Louis v. Internet Entertainment Group, Inc., 34 F Supp2d 1145, ED 
Mo, 1/20/99; preliminary injunction granted prohibiting defendant 
from using its domain names or any colorable variation on the 
plaintiffs marks or trade name 


PEPSI for soft drink bottled in United States v. PEPSI for soft drink 
bottled in Mexico and imported for sale within United States, 


PepsiCo, Inc. v. Reyes, 1999 US Dist LEXIS 2840, 50 USPQ2d 1696, 
CD Calif. 2/3/99 
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PEPSI for soft drink manufactured for United States consumption v. 
PEPSI for soft drink manufactured in Mexico for consumption in 
Mexico but imported and sold in the United States, PepsiCo, Inc. v. 
Longmont Packing, Inc., 1999 US Dist LEXIS 12811, D Colo, 
7/30/99; parties consented to entry of a permanent injunction 
banning importation 


PLAYSTATION for videogame console manufactured by Sony v. 
PLAYSTATION for Virtual Game System, a software program 
allowing individuals to run Sony PlayStation games on their own 
computers, Sony Computer Entertainment Inc. v. Connectix Corp., 
48 F Supp2d 1212, 50 USPQ2d 1920, ND Calif, 4/20/99; preliminary 


injunction granted in favor of Sony because likely to prevail on 
dilution claim 


POLO for clothing and accessories v. POLO as part of name for fashion 
magazine, Westchester Media Co. L.P. v. PRL USA Holdings, Inc., 
1999 US Dist LEXIS 12369, SD Tex, 9/4/99; court found for PRL and 
enjoined Westchester’s use of mark; court outlined alternative relief 
based on dilution in the event infringement liability negated; the 
first circuit’s “likelihood of dilution” was found, however, no 


evidence presented to show actual harm as required by the fourth 
circuit 


PURCO for automobile risk management business v. PURCO as a 
domain name registered by competitor and patched to its web page, 


Purco Fleet Services, Inc. v. Towers, 38 F Supp2d 1320, D Utah, 
3/9/99 


SERVICEMASTER for operator and franchisor of carpet, upholstery, 
drapery, home and office furniture cleaning services v. SERVICE 
FASTER for competing services, The Servicemaster Co. v. Service 
Faster, Inc., 1999 US Dist LEXIS 3568, ND II1, 2/22/99; defendants 


ordered to change or cancel trade name and pay damages, costs and 
fees 


TRAVELODGE for hotel chain v. TRAVELODGE for hotel chain 
licensee, Travelodge Hotels, Inc. v. Coutoules, 1999 US Dist LEXIS 
7470, D NJ, 5/5/99 (mot for publication); preliminary injunction 
granted for plaintiff; defendant failed to comply with system 
standards 


WAWA for convenience store franchise v. WAWAWA.COM for domain 
name, WAWA, Inc. v. Christensen, d/b/a Virtual Domain Buyers, 
1999 US Dist LEXIS 11510, ED Pa, 7/27/99; default declaratory 
judgment for plaintiff 
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WINSTON and CAMEL for cigarettes to be consumed domestically v. 
WINSTON and CAMEL for cigarettes intended for foreign use, R.J. 
Reynolds Tobacco Co. v. Premium Tobacco Stores, Inc., 52 USPQ2d 
1052, ND Ill, 7/1/99; defendant’s motions to dismiss denied 


WIRSBO and WIRSBO COMPANY for unspecified goods v. WIRSBO for 
company name, Wirsbo Co. of Minnesota, Inc. v. Higgens, 52 
USPQ2d 1716, Minn Dist Ct, 10/13/99; state law only 


APPELLATE COURTS 


OFFICIAL PRODUCT OF THE NFL for products endorsed by the 
National Football League v. OFFICIAL BEER OF THE NFL 
PLAYERS for promotional campaign for Coors beer, National 
Football League and National Football League Properties, Inc. v. 
Coors Brewing Co. and National Football League Players Inc., 1999 
US App LEXIS 32547, CA 2, 12/15/99; granting of preliminary 
injunction in favor of plaintiffs affirmed on appeal 


Orange, bite-sized, cheddar cheese-flavored, goldfish-shaped cracker, 
Nabisco, Inc. v. PF Brands, Inc., 191 F3d 208, 51 USPQ2d 1882, CA 
2, 8/30/99; order requiring Nabisco to recall and cease selling its 
goldfish cracker affirmed 


Trade dress for floral baskets, Syndicate Sales, Inc. v. Hampshire Paper 
Corp., 52 USPQ2d 1035, CA 7, 9/13/99; summary judgment for 
defendant reversed and remanded on dilution issue; famousness in 
a niche market is sufficient for federal dilution claim when plaintiff 
and defendant use mark in same or related market 


TABULATION —NO DILUTION FOUND 


TRIAL COURTS 


AIR PAL and PATIENT TRANSFER SYSTEMS for company and air 
inflatable patient lift and transfer device v. AIR PAD, TRANSPADs, 
HOVERMATTS and PATIENT HANDLING SOLUTIONS for same, 
Patient Transfer Systems, Inc. v. Patient Handling Solutions, Inc., 
1999 US Dist LEXIS 1184, ED Pa, 1/29/99; summary judgment for 
defendant; mark not sufficiently distinctive to be protected 
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ALLTEL local and long distance wireless telephone service v. ACTEL 
local, long distance and bulk {[P wire transmission telephone service, 
Alltel Corp. v. Actel Integrated Communications, Inc., 50 USPQ2d 
1508, SD Ala, 3/15/99; plaintiff's motion for preliminary injunction 
denied 


BLUE CROSS and BLUE SHIELD and BLUE CARD for health insur- 
ance and health care services and insured-member card v. BLUE 
CARD for credit card with smart chip to facilitate secure purchases 
over the Internet, Blue Cross and Blue Shield Assn. v. American 
Express Co., 1999 US Dist LEXIS 17994, ND IIl, 11/12/99; plaintiff's 
motion for preliminary injunction denied 


THE CLUB and design for anti-theft steering wheel locking device v. 
GLOBAL AMERICA STEERING WHEEL LOCK and design for 
competing device, Winner International, LLC v. Omori Enterprises, 
Inc., 60 F Supp2d 62, EDNY, 8/20/99, trade dress case; plaintiff's 
motion for preliminary injunction denied 


CLUE for murder mystery board game v. CLUE and CLUE.COM for 
computer consulting services, Hasbro, Inc. v. Clue Computing, Inc., 
52 USPQ2d 1402, D Mass, 9/2/99; judge, sitting as finder of fact, 
awarded judgment on dilution issue in favor of defendant 


Color spectrum for Centrum vitamin and mineral preparations packaging 
v. five colored stripes and thin band of colors for vitamin and dietary 
supplement products packaging, American Cyanamid Co. v. 
Nutraceutical Corp., 54 F Supp2d 379, D NJ, 5/28/99; summary 
judgment for defendant because plaintiff failed to offer evidence by 
which a jury could find actual dilution through the lessening of 
Centrum’s selling power 


DEAREST and MIZPAH for jewelry, Something Old, Something New, 
Inc. v. QVC, Inc. and Joan Rivers Rosenburg, 1999 US Dist LEXIS 
18878, SDNY, 12/7/99; summary judgment granted for defendants 
on dilution claim because plaintiffs marks not famous, but sum- 
mary judgment denied on infringement claim 


ETERNITY and ETERNITY perfume bottle for Calvin Klein high-end 
eau de parfum perfume v. ROMANCE and ROMANCE perfume 
bottle for Polo Ralph Lauren perfume, Conopco, Inc. v. Cosmair, 
Inc., 49 F Supp2d 242, SDNY, 5/7/99, Conopco’s motion for prelimi- 
nary injunction denied 


FUN SHIP for cruise line slogan v. SEAESCAPE TO A SHIP FULL OF 
FUN! for competing cruise line slogan, Carnival Corp. v. SeaEscape 
Casino Cruises, Inc., 1999 US Dist LEXIS 17546, 52 USPQ2d 1920, 
SD Fla, 10/26/99; judgment for defendant 
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HATFIELD for meat packing company v. HATFIELD.COM as domain 
name for William Hatfield, HQM, Ltd. v. Hatfield, 1999 US Dist 
LEXIS 18598, D Md, 12/2/99; defendant’s motion to dismiss granted 
on all counts 


HERMES and various designs for leather handbags and watches, Hermes 
International v. Lederer De Paris Fifth Avenue, Inc., 46 F Supp2d 
212, 50 USPQ2d 1257, SDNY, 5/19/99; plaintiff's motion for 
summary judgment denied; material fact as to abandonment issue, 
defense of laches available to defendant 


MEDIC ALERT logo for identification and information pertaining to 
members with medical conditions v. medical symbols offered by 
software program to its users for incorporation in users’ documents, 
Medic Alert Foundation United States, Inc. v. Corel Corp., 43 F 
Supp2d 933, 51 USPQ2d 1024, ND Il, 3/30/99; summary judgment 
for defendant because low likelihood of any dilution 


NATRATASTE and SWEET ‘N LOW for artificial sweeteners v. 
NUTRASWEET and SWEETMATE for artificial sweeteners, 
Cumberland Packing Corp. v. Monsanto Co., 32 F Supp2d 561, 
EDNY, 1/12/99; in trade dress case, plaintiff's motion for prelimi- 
nary injunction denied; defendant’s motion for summary judgment 
on false advertising claim granted 


NEW YORK STOCK EXCHANGE, NYSE and two-dimensional facade 
of New York Stock Exchange Building for the New York Stock 
Exchange v. NEW YORK NEW YORK SLOT EXCHANGE, NEW 
YORK $LOT EXCHANGE, NY$E and two-dimensional facade of 
building for Las Vegas hotel casino players’ club, New York Stock 
Exchange, Inc. v. New York, New York Hotel, LLC, 69 F Supp2d 
479, 52 USPQ2d 1884, SDNY, 9/30/99; summary judgment for 
defendant; neither NEW YORK STOCK EXCHANGE nor the 
classical facade with Corinthian columns is distinctive 


NIKE for Oregon-based shoe and athletic clothing company v. NIKE, 
NIKE SECURITIES and NIKESEC as domain name for Chicago- 
based financial services company, Nike, Inc. v. Nike Securities, L.P., 
1999 US Dist LEXIS 1862, 50 USPQ2d 1202, ND Ill, 2/18/99; 
defendant had “settled expectations” that its use of marks was 
permissible when it began using them before enactment of FTDA 
and FTDA will not be retroactively applied despite state’s anti- 
dilution statute in effect at the time 
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PLANET HOLLYWOOD and film strips for restaurants and restaurants’ 
projection of film strips onto walls of restaurants v. HOLLYWOOD 
CASINOS and film strips for casinos and casinos’ projection of film 
strips onto walls of casinos, Planet Hollywood, Inc. v. Hollywood 
Casino Corp., 1999 US Dist LEXIS 19486, ND 111, 12/3/99; judgment 
for defendants on all counts of the complaint; judgment for counter- 
defendants on all counts of the counterclaim; case terminated 


THE ROCK AND ROLL HALL OF FAME and museum building design 
for Rock and Roll Hall of Fame and Museum v. poster depicting the 
Rock and Roll Hall of Fame and Museum for photographer’s poster 
of the Cleveland building, Rock & Roll Hall of Fame and Museum, 
Inc. v. Gentile Productions, 1999 US Dist LEXIS 18729, ND Ohio, 
9/2/99; court found plaintiffs had not used building design as a 


trademark and accordingly granted summary judgment for defend- 
ants 


TOYS “R” US for toy store chain v. GUNSAREUS.COM Internet domain 


name for firearms, Toys “R” Us, Inc. v. Feinberg, 52 USPQ2d 1688, 
SDNY, 10/28/98 


WALKING FINGERS for telephone directory logos, BellSouth Corp. v. 
White Directory Publishers, Inc., 42 F Supp2d 598, 49 USPQ2d 
1801, MD NC, 1/20/99; summary judgment granted for defendant 
because district court held mark was generic 


WORLD GYM and globe symbol for fitness center franchise v. FITNESS 
WORLD and globe symbol for competing fitness center franchise, 
World Gym Licensing, Ltd. v. Fitness World, Inc., 47 F Supp2d 614, 
D Md, 4/26/99; court awarded injunctive relief but no monetary 
damages and held no dilution because plaintiff had not submitted 
the proof of actual economic harm that the Ringling Brothers case 
demands 


YOU HAVE MAIL, IM, BUDDY LIST and old-fashioned United States 
mailbox with pop-up red flag for Internet service provider’s catch- 
phrases v. YOU HAVE MAIL! for competing Internet service 
provider’s catchphrase, America Online, Inc. v. AT&T Corp., 64 F 
Supp2d 549, 51 USPQ2d 1865, ED Va, 8/13/99; summary judgment 
for defendant granted and all marks held to be generic 
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APPELLATE COURTS 


AVERY and DENNISON for office products v. AVERY.NET and 
DENNISON.NET as domain names, Avery Dennison Corp. v. 
Sumpton, 189 F3d 868, 51 USPQ2d 1801, CA 9, 8/23/99; summary 
judgment for Avery Dennison on dilution issue reversed and ordered 
for Sumpton 


GREATEST SHOW ON EARTH for circus advertisement v. GREATEST 
SNOW ON EARTH as advertisement for state’s winter sports 
attractions, Ringling Bros.-Barnum & Bailey Combined Shows, Inc. 
v. Utah Division of Travel Development, 170 F3d 449, 50 USPQ2d 
1065, CA 4, 3/16/ 99; finding of no dilution upheld; mere consumer 
association not enough to support dilution claim 


JET v. AEROB-A-JET both for waste water treatment device, Jet, Inc. v. 
Sewage Aeration Systems, 49 USPQ2d 1355, CA 6, 1/6/99; court 
decided dilution question based on state law only rather than 


addressing the federal statutory retroactivity question; state dilution 
claim failed 


LEAN CUISINE v. MICHELINA’S LEAN ‘N TASTY both for low fat 
frozen entrees, Luigino’s, Inc. v. Stouffer Corp., 50 USPQ2d 1047, 
CA 8, 3/15/99; declaratory summary judgment for Luigino’s affirmed 


TABULATION —OTHER 


TRIAL COURTS 


AMERITECH for cellular communications and paging equipment v. 
AMERITECH in unauthorized use of mark by sales agent, 
Ameritech Corp. v. Computer Systems Solutions, Inc., 1999 US Dist 
LEXIS 17290, ND Ill, 7/14/99; defendant’s motion for leave to amend 
counterclaim to sue on behalf of class of dealers in manufacturer’s 
equipment denied, due to prejudice to manufacturer 


BAKIPAN and FERMIPAN and FANCIFUL CHEF and designs for 
baking goods yeast products v. BAKIPAN, FERMIPAN, FANCIFUL 
CHEF and designs allegedly misused under an exclusive distribu- 
tion agreement, Royal Gist-Brocades N.V. v. Sierra Products Ltd., 
1999 US Dist LEXIS 12414, ED Pa, 8/11/99; defendants’ motion to 
dismiss for lack of personal jurisdiction and forum non conveniens 
granted without prejudice to plaintiffs to pursue their pending 
claims in the British Columbia courts 
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ENERGIE for men’s and women’s clothing v. ENERGIE for Italian 
manufactured clothing, Jeri-Jo Knitwear, Inc. v. Club Italia, Inc., 
1999 US Dist LEXIS 10632, SDNY, 7/15/99; plaintiff's motion for 
summary judgment granted; plaintiffs motion for summary 
judgment on dilution issue denied because parties did not submit 
evidence on whether mark is famous 


FRINK (AMERICA) for highway and airport snowplows v. FRINK 
(CANADA) for snowplows, Frink America, Inc. v. Champion Road 
Machinery Ltd., 48 F Supp2d 198, NDNY, 5/11/99; dilution claim 
moot because defendant ceased operations; summary judgment 
granted for defendant on federal claims, but not on state claims 


“The Girl From Ipanema” sung by Astrud Oliveira v. chips commercial 
featuring “Miss Piggy” singing song while lyrics of “The Girl From 
Ipanema” play in background, Oliveira v. Frito-Lay, Inc., 1999 US 
Dist LEXIS 352, 50 USPQ2d 1152, SDNY, 1/15/99; court found this 
a copyright issue 


GREEN BAY PACKERS for official merchandise v. GREEN BAY 
PACKERS for unauthorized merchandise, National Football League 
Properties, Inc. v. ProStyle, Inc., 57 F Supp2d 665, ED Wis, 4/28/99; 
plaintiffs and defendant’s motions to exclude reports on survey 
results of opponents’ expert witnesses granted; plaintiff's motion to 
exclude testimony of Reggie and Sara White denied 


HARD ROCK CAFE for restaurants and related merchandise v. 
HARDROCK.COM, HARDROCKHOTEL.COM, HARD ROCK 
ONLINE and HARD ROCK STORE for domain names and terms on 
web site, Hard Rock Cafe International (USA) Inc. v. Morton and 
Hard Rock Hotel, Inc., 1999 US Dist LEXIS 8340, SDNY, 9/9/99; 
though defendant breached its license agreement with plaintiff, such 
breaches do not also constitute trademark dilution 


NEXXUS for hair care products v. NEXXUS for hair care products sold 
by distributor to unauthorized retailers, The Nexxus Products Co. 
v. CVS New York, Inc., 188 FRD 11, D Mass, 7/8/99; defendant’s 
motions to compel discovery responses and documents allowed in 
part and denied in part; motion for sanctions denied 


NYSSCPA and NYSSCPA.COM as domain name for New York State 
Society of Certified Public Accountants v. NYSSCPA and 
NYSSCPA.COM and hyperlinks to NYSSCPA web site for account- 
ing services website, The New York State Society of Certified Public 
Accountants v. Eric Louis Associates, Inc., 1999 US Dist LEXIS 
18543, SDNY, 12/2/99; plaintiffs awarded attorney fees; plaintiffs 


previously were awarded permanent injunction based on defendants’ 
consent 
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PORSCHE for cars v. PORSCH.COM and various other domain names, 
Porsche Cars North America, Inc. v. Porsch.Com, 51 F Supp2d 707, 
51 USPQ2d 1461, ED Va, 6/8/99; action dismissed; FTDA did not 
permit exercise of in rem jurisdiction without regard to personal 
jurisdiction over registrants of domain names 


SPORTING NEWS for sports news magazine, Times Mirror Magazines, 
Inc. v. Las Vegas Sports News, L.L.C., 1999 US Dist LEXIS 3166, 
ED Pa, 3/16/99; ordered that district court’s reference of case to the 
bankruptcy court be withdrawn 


STALEY/ROBESON v. STALEY/ROBESON/RYAN/ST. LAWRENCE 
both for fund raising companies for non-profit organizations, 
Staley/Robeson, Inc. v. Staley/Robeson/Ryan/St. Lawrence, Inc., 38 
F Supp2d 280, 50 USPQ2d 1383, SDNY, 3/2/99; defendant’s motion 
to dismiss denied; earlier federal court decision permitting use of 
New York corporation’s name as part of Ohio corporation’s name did 
not bar action alleging unfair competition and dilution 


TOYS “R” US and KIDS “R” US for children’s toy stores and related 
merchandise v. TOYSAREUS.COM and KIDSAREUS.COM as 
domain names, Toys “R” Us, Inc. v. Abir, 1999 US Dist LEXIS 


1275, SDNY, 2/599; opinion ordering defendant to pay plaintiffs 
attorney fees 


WASHINGTON SPEAKERS BUREAU for prominent lecturer’s agency 
v. various WASHINGTONSPEAKERS domain names, Washington 
Speakers Bureau, Inc. v. Leading Authorities, Inc. 49 USPQ2d 
1893, ED Va, 2/2/99; though infringed, mark was not sufficiently 
famous to qualify for statutory protection from dilution 


Wrestlers’ names, voices and images for publication of fantasy (and 
contractually impermissible) matches between World Championship 
Wrestling wrestlers and World Wrestling Federation wrestlers, 
World Championship Wrestling v. Titan Sports, Inc., World 
Wrestling Federation and USA Network, 46 F Supp2d 118, D Conn, 
3/23/99; dilution claim made by licensee of trademark not dismissed 


at pleading stage on grounds that only trademark holder can claim 
dilution 


APPELLATE COURTS 


HOT WAX v. TURTLE WAX both for wax applied in automatic car 
washes, Hot Wax, Inc. v. Turtle Wax, Inc., 191 F3d 813, 52 USPQ2d 


1065, CA 7, 9/1599; summary judgment for defendant on false 
advertisement claim due to plaintiff's laches 
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MORNINGSIDE GROUP for company engaged in various financial 
activities vv MORNINGSIDE CAPITAL GROUP for private equity 
investment group, Morningside Group Ltd. v. Morningside Capital 
Group, L.L.C., 182 F3d 133, 51 USPQ2d 1183, CA 2, 6/28/99; having 


succeeded on infringement claim, appellant did not request further 
relief based on dilution 


ROLEX for watches v. ROLEX for reconditioned watches using unauthor- 
ized parts, Rolex Watch, U.S.A., Inc. v. Michel Co., 179 F3d 704, 50 
USPQ2d 1939, CA 9, 6/3/99; preliminary injunction granted on 
appeal; court found it unnecessary to reach dilution basis for 
liability because finding of trademark infringement liability 
uncontested on appeal 


SUGARBUSTERS for retail store’s service mark that was assigned to 
author who marketed diet book using mark as book’s title v. 
SUGAR BUST FOR LIFE! as title of cookbook, Sugar Busters LLC 
v. Brennan, 177 F3d 258, 50 USPQ2d 1821, CA 5, 5/25/99; court of 
appeals vacated and remanded district court’s decision granting 
preliminary injunction, holding assignment was an invalid assign- 
ment in gross 





